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REMARKS 

Claims 1-35 are pending, of which claims 13-22 are withdrawn. Entry of the present 
response is respectfully solicited. It is believed that this response places this case in condition 
for allowance. Hence, prompt favorable reconsideration of this case is solicited. 

Claim Rejections Under 35 U.S.C. § 112 

Claims 23-35 stand rejected under 35 U.S.C. §1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession of 
the claimed invention. The Office Action states that the Applicant has amended claim 23 to recite a 
mounting unit that both mounts the stamper to (the upper surface of) the holding plate and that 
arranges and fixedly secures the (upper surface of the) mounting plate to the (lower surface of the) 
holding plate. The Office Action states, "however, an electronic review of the specification shows 
that the term "unit" is never mentioned and hence its use is considered to be new matter" {emphasis 
in the original). 

The observation of a lack of literal support does not, in and of itself, establish a prima 
facie case for lack of adequate descriptive support under the first paragraph of 35 U.S.C. § 1 12. 
Ex parte Parks, 30 USPQ 2d 1234, 1236-37 (B.P.A.I. 1993). Rather, it is sufficient if the 
originally-filed disclosure would have conveyed to one having ordinary skill in the art that 
Applicants had possession of the concept of what is claimed. 

Moreover, it is respectfully submitted that at least page 6, lines 6-10 and Fig. 4A of the 
originally filed specification describe claim 23. 
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Based on the foregoing, it is respectfully submitted that claim 23 and its functionality is 
fully described by Applicants' specification. Applicants submit that there is no issue of new 
matter surrounding the instant claims. Accordingly, it is respectfully requested that the rejection 
under 35 U.S.C. § 1 12, first paragraph be withdrawn. 

Claims 23-35 stand rejected under 35 U.S.C. § 1 12, second paragraph, as purportedly 
being indefinite. The Office Action asserts that it is not clear exactly what the instant "mounting 
unit" consists of and hence the language is submitted to be indefinite. The Office Action avers 
that it is not clear that a single structure does this. 

While it is generally accepted in patent parlance that "a" can mean one or more, see 
Robert C. Faber Landis on Mechanics of Patent Claim Drafting 53 1 (3d ed. 1990) ("In a claim, 
the indefinite article A or AN connotes 'one or more.'"), there is no indication in the patent 
specification that the inventors here intended it to have other than its normal singular meaning. 
See, also, North American Vaccine, Inc., v. American Cyanamid Co., 1 F.3d 1571, 28 USPA2d 
1333 (Fed. Cir. 1993). 

According to the claimed subject matter per claim 23, a mounting unit 8 mounts the 
stamper 4 on an upper surface of the holding plate 1 and arranges and fixedly secures an upper 
surface of the mounting plate 5 in contact with a lower surface of the holding plate 1 (see, e.g., 
pg. 16, lines 26-27; pg. 17, lines 28-29; and Fig. 4A). 

Accordingly, one having ordinary skill in the art would not have difficulty understanding 
the scope of the presently claimed invention, particularly when reasonably interpreted in light of 
the supporting specification. Therefore, it is respectfully submitted that the imposed rejection 
under 35 U.S.C. § 112, second paragraph is not legally viable and hence, Applicants solicit 
withdrawal thereof. 
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Claim Rejection Under 35 U.S.C. § 102 

Claims 1 and 23 stand rejected under 35 U.S.C. § 102 (e) as being anticipated by Harper 
(U.S. Patent No. 6,939,120). 

The Office Action asserts that it is clearly shown in Harper that such an arrangement is 
taught using the bottom stamping unit. The Office Action states, the instant mounting unit is 
taught in Harper. 

As a preliminary matter, the Examiner failed to specifically point out where Harper 
allegedly teaches the claimed mounting means and mounting unit. Further, it is legally 
erroneous for the Examiner to ignore any claim limitation. Uniroyal, Inc. v. Rudkin-Wiley Corp., 
837 F.2d 1044, 5 USPQ2d 1434 (Fed. Cir. 1988). 

The Office Action also fails to identify the alleged teachings in Harper of means for 
positioning and fixedly mounting a stamper/imprinter on the upper major surface of the holding 
plate, the upper major surface of the mounting plate facing the lower major surface of the 
holding plate, the upper major surface of the mounting plate facing the lower major surface of 
the holding plate, and alignment means, as required by claim 1 . The Examiner also fails to 
identify the alleged teachings in Harper of a mounting unit mounting the stamper on an upper 
surface of the holding plate and an alignment device for positionally aligning the stamper by 
laterally moving the holding plate relative to the mounting plate, as required by claim 23. The 
Applicants respectfully request that the Examiner specifically identify in Harper the reference 
number for each of the claimed elements . 

Contrary to the Examiner's allegations, Harper fails to disclose or suggest, at a minimum, 
". . .a mounting means for positioning and fixedly mounting a stamper/imprinter on said upper 
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major surface of said holding plate," as recited in claim 1. Harper fails to disclose or suggest, at 
a minimum, ". . .a mounting unit mounting the stamper on the upper surface of the holding plate," 
as recited in claim 23. 

As anticipation under 35 U.S.C. § 102 requires that each and every element of the claim 
be disclosed, either expressly or inherently (noting that "inherency may not be established by 
probabilities or possibilities," Scaltech Inc. v. Retec/Tetra, 178 F.3d 1378 (Fed. Cir. 1999)), in a 
single prior art reference, Akzo N. V. v. U.S. Int'l Trade Commission, 808 F.2d 1471 (Fed. Cir. 
1986), based on the forgoing, it is submitted that Harper does not anticipate claims 1 and 23, nor 
any claim dependent thereon. The dependent claims are allowable for at least the same reasons 
as claims 1 and 23. 

Claim Rejection Under 35 U.S.C. § 103 

Claims 1-10, 12, and 24-35 were rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Harper, in view of U.S. Patent No. 5,612,062 to Takahashi. The Office Action 
asserts that the mounting means to mount the stamper of Harper to the holding plate is either 
inherent, or obvious when in taken in combination with Takahashi. The Office Action states, 
"the fact that Takahashi places the stamper on [the] structure that is at the top of the article to be 
imprinted is immaterial, since the primary reference to Harper teaches a stamper that is 
supported as set forth in the instant claims-indeed, Harper teaches both bottom and top stampers. 
While admittedly there is a difference in location, it is first of all very questionable whether one 
of ordinary skill in the art would not have found the exact disposition of the stamper to be 
obvious, anyway." 

Applicants traverse this rejection. 
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Applicants submit that the Examiner's reliance upon the doctrine of inherency is 
misplaced since the Examiner has adopted a legally erroneous approach in invoking the doctrine 
of inherency. Specifically, the rejection is predicated upon the theory that if the teachings of 
Harper and Takahashi were combined, then the claimed subject matter of claims 1 and 23 would 
result. This approach has been repeatedly judicially condemned as legally erroneous in that it 
confuses obviousness with inherency. See, for example, In re Rijckaert, 9 F.3d 1531, 28 
USPQ2d 1955 (Fed. Cir. 1993); In re Shetty, 566 F.2d 81, 195 USPQ 753 (CCPA 1977); In re 
Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976); In re Naylor, 369 F.2d 765, 152 USPQ 
106 (CCPA 1966); In re Newell, 891 F.2d 899, 13 USPQ2d 1248 (Fed. Cir. 1989). Indeed, as 
also held by the Board of Patent of Appeals and Interferences, "[ijnherency and obviousness are 
somewhat like oil and water-- they do not mix well." In re Schricker, 56 USPQ2d 1723, 1725 
(BPAI 2000). The Examiner's rejection of claims 1 and 23 is not legally viable for at least this 
reason. 

Moreover, the Examiner failed to address express limitations of claims 1 and 23. The 
Examiner has failed to specifically identify where any of the references teaches or suggest the 
claimed mounting means and mounting unit. It is requested that the Examiner specifically 
identify where the cited references disclose or remotely suggest these technical features of 
independent claims 1 and 23 or withdraw the rejection of those claims. In re Rijckaert, supra. 

Further, the Examiner admits that "there is a difference in location" of the bottom and top 
stampers of Harper and Takahashi. Thus, The Examiner's position that it would have been 
obvious to one of ordinary skill in the art to substitute the technique of Takahashi in Harper is 
illogical and inconsistent . Specifically, if the structure of Takahashi is applied to Harper, the 
stamper would dismount from the upper surface of the holding plate. Further, Takahashi is silent 
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regarding the claimed mounting means and mounting unit. Therefore, Takahashi cannot be 
relied upon to cure the deficiencies of Harper. 

According to the claimed subject matter per claims 1 and 23, the device for aligning a 
stamper includes a mounting means for positionally aligning and mounting stamper on the upper 
surface of the holding plate. Thereby as taught in the instant specification, the mounting device 
allows for direct optical alignment of the topographical pattern of the stamper, which process is 
not limited by the dimensional tolerances of the central opening of the stamper and a central hub 
of the mounting device, due to elimination of the need for the latter {see, e.g., pg. 19, lines 12- 
15). However, neither Harper nor Takashi discloses or suggests this, and apparently are unaware 
of the unexpected improvement in the precision alignment of the topographical pattern of the 
stamper provided by the claimed device. 

Neither Harper nor Takahashi, individually or combined, disclose or suggest, ". . .means 
for positioning and fixedly mounting a stamper/imprinter on said upper major surface of said 
holding plate," as recited in claim 1 . Neither Harper nor Takahashi, disclose or suggest, ". . .a 
mounting unit mounting the stamper on the upper surface of the holding plate," as recited in 
claim 23. 

Therefore, for at least these reasons, it is respectfully submitted that claims 1-10, 12, and 
24-35 also patentably distinguish over the cited references. 

Withdrawal of the foregoing rejections is respectfully requested. 

Conclusion 

It is believed that all pending claims are now in condition for allowance. Applicants 
therefore respectfully request an early and favorable reconsideration and allowance of this 
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application. If there are any outstanding issues, which might be resolved by an interview or an 
Examiner's amendment, the Examiner is invited to call Applicants' representative at the 
telephone number shown below. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 



Respectfully submitted, 




Lisa A. Kilday 
Registration No. 56,210 



600 13 th Street, N.W. 
Washington, DC 20005-3096 
Phone: 202.756.8000 BKS/LAK 
Facsimile: 202.756.8087 
Date: February 29, 2008 



Please recognize our Customer No. 49745 
as our correspondence address. 
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